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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
4/28/2004 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 3-5, 7-10 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US patent 5406983, Chambers et al. 

In regards to claim 1 , Chambers et al discloses a coupling for a pipe, the 
coupling comprising a housing (12) of a relatively rigid plastics material, the housing 
having a bore therein; a retainer (28) for retaining the pipe within the housing; and a 
layer of a relatively deformable material (26) moulded onto at least a part of both an 
inner and outer surface of the housing wherein the layer on the inner surface being 
adapted to form a seal with an outside of the pipe. 
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In regards to claim 3, Chambers et al discloses the layer on the inner surface 
providing a tapering surface. 

In regards to claim 4, Chambers et al discloses the retainer being formed 
integrally with the housing. 

In regards to claim 5, Chambers et al discloses the retainer including at least one 
resilient catch member adapted to engage a projection on the pipe. 

In regards to claim 7, Chambers et al discloses the layer on the outer surface 
including a part (above 16) formed on external ledge of the housing to provide a seal 
with a cooperating member (a hand). 

In regards to claim 8, Chambers et al discloses the layer on the outer surface 
including a part (above 16) that provides a manual gripping region. 

In regards to claim 9, Chambers et al discloses the layer on the inner and outer 
surfaces being continuous with one another. 

In regards to claim 10, Chambers et al discloses the deformable material being 
an elastomeric material. 

In regards to claim 13, Chambers et al discloses a method of forming a coupling 
comprising the steps of injecting a first material of a relatively hard plastics material to 
form a housing of the coupling with an integral retainer; and subsequently injecting a 
second, softer material to form a layer on the harder material both on an inside and 
outside of the housing. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 3-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US patent 4923227, Petty et al in view of Chambers et al. 

In regards to claim 1, Petty et al discloses a coupling for a pipe, the coupling 
comprising a housing (1) of a relatively rigid plastics material, the housing having a bore 
therein; and a retainer (9) for retaining the pipe within the housing. Petty et al does not 
disclose a layer of a relatively deformable material moulded onto at least a part of both 
an inner and outer surface of the housing. Chambers et al teaches a layer of a relatively 
deformable material (26) moulded onto at least a part of both an inner and outer 
surface of the housing (12) "to provide a coupling which is both corrosion resistant and 
capable of providing good sealing characteristics" (col. 3, lines 20-23). As Chambers et 
al relates to tubular members for use with pipes to corrosion-resistant couplings, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide a layer of a relatively deformable material moulded onto at least a 
part of both an inner and outer surface of the housing to provide a coupling which is 
both corrosion resistant and capable of providing good sealing characteristics, as taught 
by Chambers et al. 
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In regards to claim 3, Chambers et al discloses the layer on the inner surface 
providing a tapering surface. 

In regards to claim 4, Petty et al discloses the retainer being formed integrally 
with the housing. 

In regards to claim 5, Petty et al discloses the retainer including at least one 
resilient catch member adapted to engage a projection on the pipe. 

In regards to claim 6, Petty et al discloses the pipe having a corrugated external 
surface, and wherein the catch member is adapted to engage between the corrugations. 

In regards to claim 7, Chambers et al discloses the layer on the outer surface 
Including a part formed on external ledge of the housing to provide a seal with a 
cooperating member. 

In regards to claim 8, Chambers et al discloses the layer on the outer surface 
including a part that provides a manual gripping region. 

In regards to claim 9, Chambers et al the layer on the inner and outer surfaces 
being continuous with one another. 

In regards to claim 10, Chambers et al the deformable material being an 
elastomeric material. 

In regards to claim 1 1 , Petty et al in view of Chambers discloses a coupling for 
connecting one end of a corrugated pipe to a cooperating member, the coupling 
comprising a rigid housing of tubular shape having two spring catches on opposite sides 
adapted to engage between corrugations on an outside of the pipe inserted within the 
coupling; and a continuous layer of a deformable material bonded with both an inside 
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and outside of the housing to form an internal, tapering sealing surface adapted to seal 
with an outside of the pipe, an external annular sealing member, adapted to seal with 
the cooperating member, and an external gripping region. 

In regards to claim 12, Petty et al in view of Chambers et al an assembly of a 
corrugated pipe and a coupling, the coupling comprising a housing of a relatively rigid 
plastics material, the housing having a bore therein; retaining means for retaining the 
pipe with the housing; and a layer of a relatively deformable material moulded onto at 
least a part of both an inner and outer surface of the housing, wherein the layer on the 
inside surface forms a seal with an outside surface of the pipe in the bore. 

In regards to claim 13, Chambers et al discloses a method of forming a coupling 
comprising the steps of injecting a first material of a relatively hard plastics material to 
form a housing of the coupling with an integral retainer; and subsequently injecting a 
second, softer material to form a layer on the harder material both on an inside and 
outside of the housing. 

In regards to claim 14, Petty et al discloses the retainer including at least one 
resilient catch member adapted to engage a projection on the pipe. 

In regards to claim 15, Petty et al discloses the retainer including at least one 
resilient catch member adapted to engage a projection on the pipe. 

In regards to claim 16, Petty et al discloses the retainer including at least one 
resilient catch member adapted to engage a projection on the pipe. 
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Response to Arguments 

Applicant's arguments filed 4/28/2004 have been fully considered but they are 
not persuasive. The applicant argues: 

Independent claim 1 recites a coupling for a pipe, wherein 
the coupling includes '[a] housing having a bore therein', ' a 
retainer for retaining said pipe within said housing' and 'a 
layer of a relatively deformable material moulded onto at 
least a part of both an inner and outer surface of said 
housing, wherein said layer on said inner surface is adapted 
to form a seal with an outside of said pipe'. 

The examiner disagrees. In Figure 1 of Chambers et al clearly illustrates a coupling for 
a pipe, wherein the coupling (12) includes housing having a bore therein, a retainer (28) 
for retaining said pipe within said housing, and a layer of a relatively deformable 
material (26) moulded onto at least a part of both an inner and outer surface of said 
housing, wherein said layer on said inner surface is adapted to form a seal with an 
outside of said pipe. Therefore, Chambers et al meet the claim limitations. 

Further, it has been held that the recitation that an element is "adapted to" 
perform a function is not a positive limitation but only requires the ability to so perform. 
It does not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 
138. 

Furthermore, a recitation with respect to the manner in which an apparatus is 
intended to be employed does not impose any structural limitation upon the claimed 
apparatus which differentiates it from a prior art reference disclosing the structural 
limitations of the claim. In re Pearson . 494 F.2d 1399, 181 USPQ 641 (CCPA 1974); Jn 
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re Yanush . 477 F.2d 958, 177 USPQ 705 (CCPA 1973); In re Finsterwalder . 436 F.2cl 
1028, 168 USPQ 530 (CCPA 1971); In re Casev . 370 F.2d 576, 152 USPQ 235 (CCPA 
1967); In re Otto . 312 F.2d 937, 136 USPQ 458 (CCPA 1963); Ex parte Masham . 2 
USPQ2d 1647 (BdPatApp & Inter 1987). 
The applicant argues: 

Independent claim 13 recites a method of forming a coupling 
comprising 'injecting a first material of relatively hard plastics 
material to form a housing of said coupling with an integral 
retainer' and 'subsequently injecting a second, softer 
material to form a layer on said harder material both on an 
inside and outside of said housing, wherein said layer on 
said inside of said housing is adapted to form a seal with an 
outside of a pipe'. 

The examiner disagrees. Chambers et al column 5, lines 42-55, disclose a method of 
forming a coupling comprising injecting a first material of relatively hard plastics material 
to form a housing of said coupling with an integral retainer and subsequently injecting a 
second, softer material to form a layer on said harder material both on an inside and 
outside of said housing, wherein said layer on said inside of said housing is adapted to 
form a seal with an outside of a pipe. Therefore, Chambers et al meet the claim 
limitations. 

In response to applicant's argument that Chambers et al is nonanalogous art, it 
has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
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1992). In this case, Chambers et al relates to tubular members for use with pipe to 
corrosion-resistant couplings, Petty et al relates to a liquid tight connector for corrugated 
piping or conduit, and the claimed invention is drawn towards a coupling for a pipe; 
therefore, one of ordinary skill in the art would look to combine the teaches of Chambers 
et al and Petty et al to arrive at the claimed invention. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron M Dunwoody whose telephone number is 703- 
306-3436. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P Stodola can be reached on 703-306-5771. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



.amd 




Aaron Dunwoody 
Patent Examiner 
Technology Center 3670 



